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This is a decision on appeal under 35 U.S.C. § 134 from

the final rejection of clains 9-43.

W affirmin-part.

BACKGROUND

The disclosed invention relates to a spindle notor

assenbly for a hard disc drive.

1984

12,

Claim9 is reproduced bel ow.
9. A spindle notor assenbly conpri sing:
a fixed shaft;

a spindle hub journaled coaxially for rotation
about the fixed shaft, the spindle hub having inner and
outer surfaces, an enl arged thickness flange portion with
a support surface for supporting a disc stack, and a
reduced thickness rotor carrying portion |ocated adjacent
t he bearing neans rotatably coupling the spindle hub to
the fixed shaft;

magnet neans carried by an outer surface of the
rotor carrying portion of the spindle hub, the nagnet
means having a plurality of poles, and formng the rotor
portion of the spindle notor; and

stator nmeans having a plurality of fixed

wi ndi ngs for cooperating with the magnet neans to rotate
the spindle hub with respect to the shaft.

The Examiner relies on the followng prior art:

MaCl eod [sic, MaclLeod] 4,488, 076 Decenber 11,
Yamashita et al. (Yamashita) 4,552, 417 Novenber
1985
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Moon et al. (Moon) 4,712, 146 Decenber 8,
1987

Haj ec 4,734, 606 March 29,
1988

Rabe 4,763, 053 August
9, 1988

Shirotori 4,818, 907 Apr i
4, 1989

Pet er sen 4,949, 000 August 14,
1990

Clainms 20-30 stand rejected under 35 U.S.C. § 112, second
paragraph, as failing to particularly point out and distinctly
clai mthe subject matter which applicant regards as his
i nvention.

The prior art rejections do not address the patentability
of clainms 28, 29, 34, and 38 under 35 U S. C. 8§ 102 or 103.
This appears to be a result of carel essness, since the
Exam ner has not indicated that the clains are objected to.

We place these clains in the rejection with the clains from

whi ch they depend.
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Clains 9, 10, 12, 14, 15, 31, 322, 39, 40, and 42 stand
rejected under 35 U.S.C. 8§ 102(b) as being anticipated by
Haj ec.
Clains 11, 33, and 34® stand rejected under 35 U S. C
§ 103(a) as unpatentable over Hajec and MaclLeod.
Clains 13, 17, and 43 stand rejected under 35 U S. C
§ 103(a) as unpatentable over Hajec and Shirotori.
Clains 16, 20, 21, 25, 27, 35-38% and 41 stand rejected
under 35 U. S.C. 8§ 103(a) as unpatentabl e over Hajec and Rabe.
Clains 18 and 19 stand rejected under 35 U S.C. § 103(a)

as unpat ent abl e over Haj ec and Yamashita.

2 The statement of the rejection in the Final Rejection
refers to clains "31-31," which we interpret as a
t ypographi cal error that should have read "31-32." This is
confirmed by the statenment of the rejection in the Exam ner's
Answer .

3 Caim34 has not been rejected or indicated to be
al l owabl e. Because cl ai m 35, which depends on claim 34, has
been rejected, it is certain that claim 34 was intended to be
rejected. W group it with the 8 103(a) rejection over Hajec.
Si nce dependent clains 35-37 have been rejected over Hajec and
Rabe, this should not create a new ground of rejection.

4 Claim 38 has not been rejected or indicated to be
allowable. W treat it wwth the 8 103(a) rejection of its
parent claim 35 over Hajec and Rabe.

- 4 -
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Clainms 22-24, 28, and 29° stand rejected under 35 U S. C
8 103(a) as unpatentable over Haj ec, Rabe, and Petersen.

Claim 26 stands rejected under 35 U S.C. 8§ 103(a) as
unpat ent abl e over Haj ec, Rabe, and Yanashita.

Claim 30 stands rejected under 35 U S.C. 8§ 103(a) as
unpat ent abl e over Haj ec, Rabe, Petersen, and Moon.

W refer to the Final Rejection (Paper No. 15) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 24) (pages referred to as "EA_ ") for a statenent of the
Exam ner's position, and to the Appeal Brief (Paper No. 23)
(pages referred to as "Br__") for Appellant's argunents
t her eagai nst .

OPI NI ON

Only arqgued limtations are addressed

We confine our analysis to issues and differences argued
in the brief. Under USPTO rules, an appellant's brief is
required to describe how the clains distinctly claimthe
invention and to specify the particular limtations in the

rejected clains which are not described in the prior art or

> Cainms 28 and 29 have not been rejected or indicated
to be allowable. W treat themwth the § 103(a) rejection of
their parent claim?22 over Hajec, Rabe, and Petersen.

- 5 -
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rendered obvious over the prior art. See 37 CFR

8§ 1.192(c)(8)(ii), (iii) & (iv). C. In re Baxter Travenol

Labs., 952 F.2d 388, 391, 21 USPQ2d 1281, 1285 (Fed. Cr
1991) ("It is not the function of this court to exam ne the
clainms in greater detail than argued by an appellant, |ooking
for nonobvi ous distinctions over the prior art.");

In re Wechert, 370 F.2d 927, 936, 152 USPQ 247, 254 (CCPA

1967) ("This court has uniformy foll owed the sound rul e that

an issue raised below which is not arqgued in this court, even

if it has been properly brought here by a reason of appeal, is
regarded as abandoned and will not be considered. It is our
function as a court to decide disputed issues, not to create

them"); In re Wsenan, 596 F.2d 1019, 1022, 201 USPQ 658, 661

(CCPA 1979) (argunents nust first be presented to the Board
before they can be argued on appeal). W are not prescient

and cannot address argunents that have not been made.

35 US.C. § 112, second paragraph

The Exam ner finds no antecedent basis for "said bearing
means” in claim?20 and rejects clainms 20-30 under 35 U S. C
§ 112, second paragraph. Appellant's brief does not address
this rejection. W agree with the rejection. The phrase

-6 -
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woul d be corrected by changing "said bearing nmeans” to "said
bearings.” The rejection of claim20, and clainms 21-30 which

depend on claim 20, is sustained.

35 U.S.C. 8§ 102(b)

Haj ec di scloses a spindle notor where the notor |ies
i nside the hub and clearly does not show Appellant's discl osed
spi ndl e notor assenbly configuration. Nevertheless, despite
the differences in structure, it is always possible that the
claimlanguage is so broad that it reads on Hajec in an
uni ntended manner. This is the case here. For exanple,
i ndependent claim9 does not particularly define the spindle
hub to be generally cylindrical with the enlarged thickness
fl ange portion and the reduced thickness rotor carrying
portion being thicknesses of the cylinder wall and |ying al ong
the I ength and, so, does not distinguish over the cup-shaped

hub i n Haj ec.

Clains 9, 10, and 12

The | anguage of claim9 does not exclude the enlarged
t hi ckness flange portion of the spindle hub fromradially

overlying the reduced thickness rotor carrying portion as in



Appeal No. 1998-1794
Appl i cation 08/ 738, 467

Haj ec. W consider figure 1 of Hajec. The clained "spindle
hub" reads on the outer sleeve 20 and the rotatable outer

hub 16 taken together. The assenbly of 20 and 16 is
"journal ed coaxially for rotation about the fixed shaft."”
Claim9 recites "the spindle hub having i nner and outer
surfaces," but does not further refer to these surfaces; the
subsequent limtation of "an outer surface of the rotor
carrying portion of the spindle hub" refers to an outer
surface of the rotor carrying portion, not the outer surface
of the spindle hub. The clainmed "enlarged thickness flange
portion with a support surface for supporting a disc stack”
reads on the flange portion (unnunbered) of hub 16 which
supports the disc 12; the thickness (dianeter) of the flange
is enlarged conpared to the dianeter of the hub 16. The

cl ai med "reduced thickness rotor carrying portion adjacent the
beari ng nmeans"” reads on the outer sleeve 20; the thickness
(diameter) is reduced conpared to the dianmeter of hub 16. The
"magnet neans" reads on magnets 28, which are carried by an
outer surface of the rotor carrying portion, sleeve 20. The
"stator nmeans" reads on stator core 34. Thus, we find claim9

anti ci pated by Haj ec.
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We now address Appellant's argunents.

Appel  ant argues (Br7) that Haj ec does not have a
"reduced thickness rotor carrying portion adjacent the bearing
means"” as recited in claim?9.

We di sagree. Sleeve 20 has a reduced thickness
(dianeter) as conpared to the thickness (dianmeter) of the hub
16. Appellant appears to rely on disclosed limtations that
are not cl ai ned.

Appel I ant argues (Br7) that Haj ec does not have "magnet
means carried by an outer surface of the rotor carrying
portion of the spindle hub" (enphasis added) (claim?9),
because magnets 28 in Hajec are carried at an inner surface of
the rotor.

W disagree. Claim9 recites "magnet neans carried by an
outer surface of the rotor carrying portion of the spindle
hub,” which refers to an outer surface of the rotor carrying
portion, not an outer surface of the spindle hub. The way
claim9 is drafted allows the interpretation that the outer
surface of the spindle hub is not the outer surface of the

rotor carrying portion. Sleeve 20 is the rotor carrying
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portion of the spindle hub and the nmagnets 28 are carried on
an outer surface of 20.

Appel I ant argues that "instead of enploying bearings as
set forth and clainmed in Appellant's invention, Hajec uses a
ferro-fluid [ubricant which is held in gap 26 between shaft 18
and sl eeve 20" (Br7).

Claim9 recites "bearing neans,” not any particul ar
bearing structure. W find the ferrofluid bearing in Hajec
equi valent to the disclosed ball bearings.

For the reasons stated above, Appellant fails to show
that the anticipation rejection of claim9 is in error.
Clainms 10 and 12 stand or fall together with claim9. The

rejection of clains 9, 10, and 12 is sustai ned.

Clains 14 and 15

Appel  ant argues (Br7), with respect to claim 14, that
Haj ec does not have "stator neans being | ocated near said base
end of said shaft" (claim14). The Exam ner states that
"near" is a relative termand does not distinguish over Hajec

( EAS) .
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W agree with the Exam ner that "near"” is relative and
does not define over Hajec. Also, the "base end" can refer to
a region of the shaft, not just the very bottom of the shaft,
whi ch nmakes the term "near" even | ess precise. The spindle
hub is nore broadly recited in claim14 than in claim9 and
the limtations of the hub have not been argued. For these
reasons, we conclude that Appellant has failed to show error
in the anticipation rejection of claim14. Caim15 falls
together with claim14. The rejection of clains 14 and 15 is

sust ai ned.

Clains 31 and 32

Appel I ant argues (Br8), with respect to claim 31, that
the Exam ner has admitted that Hajec does not have a plurality
of poles and the anticipation rejection nmust be reversed. The
Exam ner states that the statement is taken out of context
from an obvi ousness rejection and that Haj ec does teach a
magnet neans with a plurality of poles (EA6).

The Examiner's rejection did state that Haj ec does not
di sclose a magnet with a plurality of poles (FR3). However,
it is clear that what the Exam ner meant was that Haj ec does
not disclose a magnet with a plurality of poles where each

- 11 -
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pol e generates fields having two separate orientations. One
of ordinary skill in the art would have known that all magnets
have a plurality of poles (i.e., at least north and south
poles). Hajec would not work wi thout at |east two poles.
Appel I ant has not otherw se argued the limtations of claim
3l. daim32 falls with claim31. The rejection of clainms 31
and 32 is sustained.

Clains 39, 40, and 42

The rejection of claim39 has not been argued.
Therefore, the rejection of clains 39, 40, and 42 is
sustained. It is noted that the assenbly of Hajec is intended
to be placed in a housing (not shown) to keep out dust and

dirt.

35 U.S.C. 8§ 103(a)

Clains 20-30

Appel I ant argues (Br7-8) that Hajec does not disclose
"said spindle hub al so supporting said disc on a flange
extending out fromsaid i nner bore above said magnet neans and
over a region where stator coils of said notor are |ocated"

(claim20). The Exam ner finds that hub 16 is in the form of
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a flange which extends froman i nner bore defined by the outer
surface of the sleeve 20 and over the stator (EAS).

We disagree with the Examner's interpretation. Caim20
requires the flange supporting the disc to extend over a
region where the stator coils are located. The flange of the
hub 16 supporting the disc 12 is outside the notor and does
not extend over the stator coils. The Exam ner's apparent
interpretation that the whole hub 16, not just the flange
supporting disc 12, is the claimed flange is not considered
reasonabl e.

The Exam ner has al so applied Rabe as showi ng a housing
havi ng upper and | ower casings. Rabe, figure 3, discloses a
not or having an internal rotor which is very simlar in
structure to Appellant's disclosed spindle notor except that
the rotor nagnets 131 are nounted at a greater dianeter on the
spindl e hub (rotor body 130) than Appellant's nagnets,
probably to achieve greater torque and at the sane tine to
| eave roomfor the electrical control circuit 123. However,
Rabe does not cure the deficiency of Hajec because the flange
portion supporting the rotating recording nedia 104, 104" is

radially inward of the stator coils 120. Accordingly, we

- 138 -
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conclude that the Exam ner has failed to establish a prinma
facie case of obviousness. The rejection of clainms 20, 21,
25, and 27 is reversed.

Pet ersen has been added to the rejection as to
clainms 22-24 (and, presumably, clains 28 and 29 as noted in
footnote 5); Yamashita has been added as to claim26; and
Pet ersen and Moon have been added as to the rejection of
claim 30. These references do not overcone the deficiencies
of Hajec and Rabe. The rejections of clains 22-24, 26, and

28-30 are al so reversed.

Clains 11, 33, and 34

The Exami ner finds that MacLeod di scloses that it was
wel | known to provide a rotor magnet having a nultiplicity of
poles with each pol e magneti zed to generate fields having two
separate orientations and concludes that it woul d have been
obvious to formthe magnet in Hajec as taught by MaclLeod
(FR3-4).

Appel l ant argues that it is not possible to nount
MacLeod's main field magnet on the inner surface of Hajec's

hub 16 due to the presence of the stator core 34 | ocated
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i medi ately inwardly adjacent hub 16 as shown in Hajec's
figure 1 (Brl2).

W do not agree with Appellant's argunent. First, Hajec
itself discloses magnets with two separate orientations which
are integrated to form permanent magnets 108A (figures 3 and
7; col. 6, lines 29-37). The | ower magnets 114 in Hajec help
confine the ferrofluid lubricant and are not for Hall sensors;
however, clainms 11 and 33 do not recite any functions for the
different orientations. Second, one of ordinary skill in the
art woul d have had no problemreplacing the cylindrical nmagnet
28 in Hajec with the cylindrical nmagnet with two orientations
of MacLeod because the outer shapes are identical. The

rejection of clainms 11, 33, and 34 is sustai ned.

Clains 13, 17. and 43

The Exam ner finds that Shirotori discloses that it was
wel | known to provide a nmagnetic ring 16 on which the rotor
magnet 17 is nmounted to establish a magnetic circuit, and
concludes that it woul d have been obvious to provide a ferric
ring in Hajec to provide a flux return path (FR4-5). The
Exam ner further finds that Shirotori teaches threaded
openings in the hub for a screw 15 to secure a disc clanp 14

- 15 -
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with a shield to close the inner end of the opening, and
concludes that it would have been obvious to secure the discs
in Hajec by the sane structure (FR4-5).

Appel | ant does not argue the limtations of clains 13
and 17. The rejection of clains 13 and 17 is sustai ned.

Appel | ant argues, with respect to claim43, that the
screw 15 in Shirotori is not positioned for holding a disc
clanp atop a disc and that Shirotori does not disclose a
shield provided at the bottom of the screw holes facing the
stator coils (Brl1l2-13).

We di sagree with Appellant's argunents regardi ng
claim43. Figure 1 of Shirotori shows a screw 15 into the
spi ndl e hub which holds a disc clanp 14 against a stack of
discs 12. The bottomof the hole for the screw has a shield
(unnunbered). It would have been obvious to apply the disc
nmounting structure of Shirotori to Hajec since the notors are
simlar in configuration and because Haj ec does not discl ose
any particular way to nount the discs. The rejection of

claim43 i s sustai ned.

Clains 16, 35-38, and 41
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The Exam ner finds that Rabe, figure 3, discloses a
housi ng 102 havi ng upper and | ower casing portions and
di scl oses nounting the notor on a separate base plate 110
maki ng the notor interchangeable with the rest of the housing
(FR5). The Exami ner further finds that the base plate has a
well into which the stator coils and rotor magnet extend
(FR5). The Exam ner concludes that it would have been obvi ous
to nodify Hajec to provide these features (FR5).

Appel I ant argues that even if Rabe teaches nounting the
nmotor on a separate base plate nmaking the notor
i nt erchangeable with the rest of the housing, the invention
has a cylindrical well recess 90 forned in the | ower casing
menber 9, whereas Rabe conprises a separate unit which is
positioned to fit into a bottom hole of housing 102 (Br13).

Appel l ant' s argunments do not apply to claim 16, which
recites a base plate for nounting the assenbly to the drive
housi ng. Rabe teaches nounting the notor on a separate base
pl ate maki ng the notor interchangeable with the rest of the
housing. Further, it appears that the base 14 in Hajec is not
part of the housing and is intended to nount the assenbly to

the housing. The rejection of claim16 is sustained.

- 17 -
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Clainms 35 and 41 recite that the magnet neans and stator
means are disposed in a well in the |lower casing. Wile the
cup-shaped notor casing 111 in Rabe could be considered part
of the | ower portion of housing 102, we do not see how Haj ec
could be nodified to fit into a well. The notor in Hajec is
inside the hub: if the hub were recessed into a well as in
Rabe it woul d be inpossible to nount the magnetic discs. The
reason the notor in Rabe can fit into a well is because the
notor sits below the flange nounting the discs. Wile it is
true that the test of obviousness is what the references woul d
col l ectively have suggested to one of ordinary skill in the
art, not whether the teachings can be bodily incorporated, the
t eachi ngs of recessing the notor in Rabe are inconsistent with
the notor configuration in Hajec. Accordingly, the Exam ner

has failed to establish a prima facie case of obviousness wth

respect to claim35 and 41. The rejection of clainms 35-38 and

41 i s reversed.

Clains 18 and 19

The Exam ner finds that Yamashita teaches that it was

well known to utilize screws to attach a fixed shaft to the
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not or casing and concludes that it woul d have been obvious to
fasten the shaft of Hajec to the base with a screw (FR6).
Appel I ant argues that even if it were obvious in view of
Yamashita to use a screw to fasten the shaft to the base of
the Hajec notor, it is not understood how this woul d render
Appel lant's invention obvious (Br13-14).
Appel I ant has not attenpted to point out the error in the
rejection of clains 18 and 19. The rejection of clains 18
and 19 is sustained.

CONCLUSI ON

The rejection of clains 20-30 under 35 U.S.C. § 112,
second paragraph, is sustained.

The rejection of clains 9, 10, 12, 14, 15, 31, 32, 39,
40, and 42 under 8§ 102(b) is sustained.

The rejections of clainms 11, 13, 16-19, 33, 34, 42,
and 43 under 8§ 103(a) are sustained, while the rejections of
clainms 20-30, 35-38, and 41 under 8§ 103(a) are reversed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

- 19 -
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